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DETAILED ACTION 

Claim Rejections - 35 USC § 112 
(1) 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

(2) 

Claims 1-25 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 1 claims "removing said fixing of a first end thereby allowing separation of said 
tape and first forming element. . ." however this is not clear as to whether the tape is actually 
separated from the first forming element. This should be made clearer. 

Claim 1 1 claims that the tape is wound helically around the first forming element but 
depends from Claim 1 in which the tape is wound with "simultaneously rotational and 
translational movements" forms a "helically wound pre-formed tape." It is not clear how 
Claim 1 1 further limits Claim 1 since helical winding is an inherent result of winding with 
simultaneous rotational and translational movements to form a helically wound tape. Claim 1 1 
should be cancelled. 

Claim 13 claim a second forming element and winding said pre-formed tape around said 
second forming element, however it is not clear whether the pre-formed tape is still wound on 
the first forming element during this winding on the second forming element. This should be 
made clear. 
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Claim 20 recites the limitation "the clamping devices." There is insufficient antecedent 
basis for this limitation in the claim. 

Claim 24 claims "using methods or apparatus in accordance with claim 1" however 
claim 1 is directed to a method, not to "methods" or an "apparatus." 

Claim Rejections - 35 USC § 102 

(3) 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claim Rejections - 35 USC §103 

(4) 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

(5) 

Claims 24 and 25 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over WO 01/47041 . 

WO 01/47041 disclose an electro-active ceramic structure made from a ceramic tape by 
winding an electrodes laminated tape in a green state around a plastically deformable cylindrical 
former to produce a long straight minor helix; coiling the helix and its former around a second 
former to form a major helix; freeing the two helices from the formers by unthreading or 
melting, burning or dissolving the formers; and sintering the coil (pgs. 31-32). 

In the event any differences can be shown for the product of the product-by-process 
claims 24-25, as opposed to the product taught by the reference, such differences would have 
been obvious to one of ordinary skill in the art as a routine modification of the product in the 
absence of a showing of unexpected results; see also In re Thorpe, 227 USPQ 964 (CAFC 1985). 

When the prior art discloses a product which reasonably appears to be either identical 
with or only slightly different than a product claimed in a product-by-process claim, a rejection 
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based alternatively on either section 102 or 103 of the statute is appropriate. As a practical 
matter, the Patent and Trademark Office is not equipped to manufacture products by the myriad 
of processes put before it and then obtain prior art products and make physical comparisons 
therewith. A lesser burden of proof is required to make out a case of prima facie obviousness for 
product-by-process claims because of their particular nature than when a product is claimed in 
the conventional fashion. In re Brown, 59 CCPA 1063, 173 USPQ 685 (1972); In re Fessmann, 
180USPQ 324 (CCPA 1974). 

Allowable Subject Matter 

(6) 

Claims 1-10 and 12-23 would be allowable if rewritten or amended to overcome the 
rejection(s) under 35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action. 

(7) 

The following claims, similar to claims submitted by Applicant in the international 
application from which the present application has claimed priority, considered to distinguish 
patentably over the art of record in this application and overcome the 35 USC 1 12 rejections, are 
presented to applicant for consideration: 
1. A method of manufacturing a ceramic device comprising: 

transporting ceramic tape in a green state into the proximity of a first forming element; 

fixing a first end of said tape with respect to said first forming element; and 

moving said tape and first forming element relatively to each other in a motion including 
simultaneous rotational and translational movements, thus winding said tape around said first 
forming element; 
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removing said fixing of said first end of said tape and separating said tape and first 

forming element to generate a helically wound pre-formed tape; 

fixing one end of said pre-formed tape with respect to a second forming element; and 
moving said pre-formed tape and second forming element relatively to each other in a 

motion including at least a rotational movement, thus winding said preformed tape around said 

second forming element. 

14. An apparatus for manufacturing a ceramic device from tape in a green state, the apparatus 
comprising: 

a first forming element; 

a first clamping system for fixing one end of said tape with respect to said first forming 
element; 

a first mechanism for moving said tape and first forming element relatively to each other 
in a motion including simultaneously rotational and translational movements, thus winding said 
tape around said first forming element to form a pre-formed tape, the first mechanism further 
being arranged to separate the pre-formed tape and the first forming element after release of the 
first clamping system; 

a second forming element; 

a second clamping system for fixing one end of said pre-formed tape with respect to said 
second forming element; and 
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a second mechanism for moving said pre-formed tape and second forming element 
relatively to each other in a motion including at least a rotational movement, thus winding said 
pre-formed tape around said second forming element. 

Conclusion 

(8) 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Melvin C. Mayes whose telephone number is 571-272-1234. The 
examiner can normally be reached on Mon-Fri 7:30 AM - 4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Phillip C. Tucker can be reached on 571-272-1095. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
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like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Melvin C. Mayes 
Primary Examiner 
Art Unit 1791 

MCM 

April 14, 2008 



/Melvin C. Mayes/ 

Primary Examiner, Art Unit 1791 



